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DETAILED ACTION 

Papers Received 

1 . This application is acknowledged as a Request for Continuing Examination. 

2. The Amendment and Remarks filed 03/1 1/2010 are acknowledged. 
Claims 

Election/Restriction of Invention 

3. Applicant's election of Group II method invention without traverse 12/18/08 is 
again acknowledged. With instant claims the elected method invention is in claims 11- 
17, the claims under consideration are 11 to 17. 

Status of rejections made in the previous Office: 

4. Rejections made in the previous Office have been withdrawn in view of the 
amendments to the claims and arguments in the Remarks received 03/10/2010. 



Claim Rejections - 35 U.S.C. §102 and 35 U.S.C. §103 

Statutory Basis 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

6. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 
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Rejections 

New rejections made in the action 

7. Claims 11-17 are rejected under 35 U.S.C. 1 02(e) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Isono et al (US 2005/0284179). 

The applied US 2005/0284179 reference has a common inventor, Hideki 
Isono, with the instant application. Based upon the earlier effective U.S. filing 
date of the reference, it constitutes prior art only under 35 U.S.C. 102(e). This 
rejection under 35 U.S.C. 103(a) might be overcome by: (1) a showing under 37 
CFR 1 .1 32 that any invention disclosed but not claimed in the reference was 
derived from the inventor of this application and is thus not an invention "by 
another"; (2) a showing of a date of invention for the claimed subject matter of 
the application which corresponds to subject matter disclosed but not claimed in 
the reference, prior to the effective U.S. filing date of the reference under 37 CFR 
1 .131 ; or (3) an oath or declaration under 37 CFR 1 .130 stating that the 
application and reference are currently owned by the same party and that the 
inventor named in the application is the prior inventor under 35 U.S.C. 104, 
together with a terminal disclaimer in accordance with 37 CFR 1 .321 (c). This 
rejection might also be overcome by showing that the reference is disqualified 
under 35 U.S.C. 103(c) as prior art in a rejection under 35 U.S.C. 103(a). See 
MPEP § 706.02(l)(1) and § 706.02(l)(2). 

Isono et al teaches a method of manufacturing a magnetic disk glass substrate 
that include chemical strengthening glass by ion exchange using a plurality of 
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temperature strengthening step, to form plural strengthen layers, differing in 
extents by differing temperature treatments resulting in different diffusions of 
greater and lesser size molecular packing. Isono et al teaches the method Li, Na 
K alkali metal nitrates where the smallest ion radius alkali is within 0.0001 % to 
0.3% (Isono et al 1f[0042], [0093]-[0099]), encompassing the ratio instantly 
claimed - as alkali metal nitrates strengthened as summarized at TABLE 1 Isono 
et al lf[0095]. Isono et al does not characterize these layer as being 
strengthened differentially with inherent compressive and tension within the 
stacked layer substrate, with the use of the temperature variations in the layered 
strengthening processes of Isono et al - showing step heating and cooling 
causing the strengthening salts in contact with the glass at differential to heating 
and cooling temperatures (Isono et al 1f[0021]- [0025] and 1j[0009]), anticipating 
the subject matter of the claims. Alternate to anticipation, it would have at least 
obvious as a matter of inherency that tension would have accompanied a layer 
having a lesser strength between higher strength layers in Isono et al, though 
not a specified characteristic, the tension and compression between these layers 
would have reasonably been expected as an inherent characteristic. MPEP 21 12 
II. 

• As regards claim 12 polishing steps and materials the mirror-finished surfaces 
see Isono et al H[0032], [0065]. 

• As regards claim 13 the mirror-finished surface and have an arithmetic mean 
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roughness see Isono et al 1f[0045], [0065]. 

• As regards claim 14 magnetic layer see Isono et al U[0044]. 

• As regards claim 15 lithium nitrate see Isono et al U[0042] and TABLE 1 in 
Isono etalH[0095]. 

• As regards claim 16, for lithium ppm range see TABLE 1 of Isono et al 1J[0095], 
and Table 1 where the range would be expected to encompass the 10-3000ppm 
range given the presence of L/' + ranging 2 weight percent of nitrate ratio. 

• As regards claim 17 aluminosilicate glass see Isono et al H[0040], [0043], 
[0051], [0054]. 

Comments on antedating references 

8. Applicant's claim for the benefit of a prior-filed provisional application is 
acknowledged. Applicant has not complied with the conditions for receiving the benefit 
of an earlier filing date under 37 CFR 1 .78(a)(5)(iv) as follows: 

"If the prior-filed provisional application was filed in a language other than English 
and both an English-language translation of the prior-filed provisional application and a 
statement that the translation is accurate were not previously filed in the prior-filed 
provisional application , applicant will be notified and given a period of time within which 
to file, in the prior-filed provisional application , the translation and the statement. If the 
notice is mailed in a pending nonprovisional application, a timely reply to such a notice 
must include the filing in the nonprovisional application of either a confirmation that the 
translation and statement were filed in the provisional application, or an amendment or 
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Supplemental Application Data Sheet withdrawing the benefit claim, or the 
nonprovisional application will be abandoned. The translation and statement may be 
filed in the provisional application, even if the provisional application has become 
abandoned." (emphasis added). 



Double Patenting 

9. This is a provisional obvious-type double patenting rejection because, though a 
Notice of Allowance has been sent the conflicting claims have not yet in fact been 
patented. 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to 
prevent the unjustified or improper timewise extension of the "right to exclude" 
granted by a patent and to prevent possible harassment by multiple assignees. 
See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re 
Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970); and, In re Thorington, 418 F.2d 528, 163 USPQ 644 
(CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may 
be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent is shown to 
be commonly owned with this application. See 37 CFR 1 .130(b). 
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Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Provisional Double Patenting rejection 

1 0. Claims 11 to 1 7 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 6 and 15 of copending U.S. 
Patent Application No. 1 1/078324 (referencing the paragraphs of PG Publication SN 
2005/0284179). This is a provisional double patenting rejection since, though a Notice 
of Allowance has been issued, the claims in Application No. 1 1/078324 have not been 
patented. 

Isono et al claims a method of manufacturing a magnetic glass substrate 
which includes including a compressive stress layers for strengthened glass with 
a layer of having three alkali metal nitrates with relatively sized ion radius alkali 
metal nitrates (Isono et al H[0042], [0093]-[0099]). Though the claims of 
Application No. 1 1/078324 do not specifically characterize the layer strengthen 
layer, strengthen at a lower temperature as a tension layer between higher 
temperature compressive characterized layers in the method claimed in 
Application No. 1 1/078324, the claims of application No. 1 1/078324 include the 
temperature variations in strengthening differential layers, changing a degree of 
strengthening, inherently tensioning the lesser strengthen layer in sandwiched 
between compressive layers - temperature strengthen layers as shown in the 
Examples of the alternating layers summarized at TABLE 1 at Isono et al 
1J[0095], defining the temperature sequence claimed, for the step heating and 
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cooling strengthening salt contacts with the glass exposed to heating and cooling 
(Isono et al U[0021]- [0025] and 1F[0009]), inherently tensing between 
compressing layers. 

• As regards claim 12 polishing steps and materials the mirror-finished surfaces 
see line 3 of Isono et al claim 1 and definition in the specification at U[0032], 
[0065]. 

• As regards claim 13 the mirror-finished surface and have an arithmetic mean 
roughness this is offered as a definition of the polishing extent claimed in Isono 
et al see Isono et al If [0045], [0065]. 

• As regards claim 14 magnetic layer the presence of a magnetic layer is offered 
as a definition of the 'magnetic disk' claimed in Isono et al see definition at 
Isono etalfflOl 09]. 

• As regards claim 15 lithium nitrate this is the lithium salt used in the claimed 
strengthening steps see Isono et al 1f[0094]-[0098]. 

• As regards claim 16, for lithium ppm range see TABLE 1 of Isono et al U[0095], 
further Table 1 where the range would be expected to encompass the 10- 
3000ppm range given the presence of Li ranging 2 weight percent of nitrate ratio. 

• As regards claim 17 aluminosilicate glass this is the definition for the claimed 
glass processing see Isono et al 1f[0040], [0043], [0051], [0054]. 
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1 1 . The patent disclosures of copending U.S. Patent Application No. 1 1/078324 
above, cited as PG Publication SN 2005/0284179, were not cited as prior art additions, 
analogous to the non-obviousness requirement of 35 USC 103 as explained at 
applicants cited page 1846 of General Foods Corp. v. Studiengesellschaft Kohle mbH, 
972 F.2d 1272, 1279, 23 USPQ2d 1839 (Fed. Cir. 1992), but as defining terms in the 
claims; the meaning of the what has been claimed in U.S. Patent Application No. 

1 1/078324. As definitions for claimed features, the disclosed meaning give the 
limitations of these features, properly used in the double patenting rejections. 

Other References 

12. Eto et al (US 61 3491 8) is cited but not applied as teaching treatments with 
heated acids. 

Conclusion 

13. The claims are 1 and 4-17. 

• Restriction has been required, elected claims 11 to 17 are under 
consideration and non-elected claims 1 and 4-10 withdrawn from 
consideration. 

• No claim has been allowed. 
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Inquires 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Louis Falasco, whose telephone number is (571)272- 
1507. The examiner can normally be reached on M-F 10:30 - 7:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Mark Ruthkosky can be reached at (571)272-1291. The fax phone number 

for the organization where this application or proceeding is assigned is (571 )273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 

/L. FJ 

Examiner, Art Unit 1794 



/Kevin M Bernatz/ 

Primary Examiner, Art Unit 1794 



March 23, 2010 



